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PRE-APPEAL BRIEF REQUEST FOR REVIEW 



In response to the Final Office Action dated August 3, 2005, Applicants 
respectfully submit the following Pre-Appeal Brief Request for Review. A Notice of 
Appeal is filed concurrently herewith. 

Applicants respectfully request reconsideration and withdrawal of the outstanding 



rejections. 



Appl. No. 09/695,175 
Pre-Appeal Brief Request for Review 



I. Rejection of claims 1-24 under 35 U.S.C. §103(a). 

Claims 1-24 were finally rejected under 35 U.S.C. §103(a) as purportedly obvious 
over Msdn and Hoyt et al Applicants respectfully traverse this rejection. 

The Examiner has not established a prima facie case of obviousness for several 
reasons. First, the Examiner has not provided a reference that qualifies as prior art under 
35 U.S.C. §102. Although the Examiner relies on the Msdn reference as invalidating 
prior art, the reference is dated June 13, 2004 and there is no other evidence that the 
disclosure the Examiner purports to rely on was public prior to the earliest effective filing 
date of the above-referenced application. Second, neither Msdn nor Hoyt et al disclose 
or suggest, either alone or in combination, each and every element of the claimed 
methods and systems. Specifically, the limitations of dependent claims 3, 6-1 1 and 19-24 
are not met by either the Msdn or the Hoyt et al references. Instead, the Examiner has 
improperly rejected dependent claims 3, 6-11 and 19-24, as purportedly obvious over 
knowledge in the art, without providing any references that teach or suggest these 
elements. Third, there is no motivation to combine or modify Msdn and Hoyt et al 

A. The cited reference - Msdn - does not qualify as prior art 

Applicants have traversed the availability of Msdn as a competent reference, 
because the reference provides no specific teaching of the Msdn system prior to the filing 
date of this application. 

The Examiner has rejected claims 1-24 over Msdn and has provided a document 
retrieved from the internet on June 13, 2004, which purports to describe the Msdn 
system. There is no indication, suggestion or means to verify that the Msdn system 
described in the reference is identical to any Msdn system prior to the filing date of this 
application. In fact, the reference states that the webpage was last updated in May 2004 - 
after the filing date of the above-referenced application. 

The Examiner has taken the position that "the only way the date can be disputed 
would to be dispute whether the Microsoft Developer Network disclosed the cited 
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features before the filing date of the patent application." See, August 3, 2005 Office 
Action, page 3, paragraph 1. However, there is no indication on the cited reference what 
features the Microsoft Developer Network had prior to the filing date of this application. 
The only dates that can be determined from the reference are the May 2004 update date 
and the June 13, 2004 retrieval date - both of which are after the filing date of this 
application. 

By failing to establish a date of publication of the Msdn reference prior to the 
filing date of this application, the Examiner has failed to meet his burden of establishing 
that the Msdn reference qualifies as prior art to this application under any section of 35 
U.S.C. §102. Because the Examiner relied on the Msdn reference to reject claims 1 - 24, 
and because the Examiner has not established that the Msdn reference is prior art, the 
Examiner has thus failed to establish a prima facie case of obviousness under 35 U.S.C. 
§103(a). 

B. The cited references do not teach each and every limitation of the claims. 

The Examiner does not establish a prima facie case of obviousness for claims 1- 
24, because he has not provided a reference to Msdn that predates this application, the 
Msdn reference and Hoyt et al. do not teach each elements of the claimed invention, and 
there is no motivation to combine these references. See, May 18, 2005 After Final 
Response, page 10, paragraph 4 - page 11, paragraph 3. 

The Examiner relies on official notice to establish elements not taught or 
suggested by Msdn or Hoyt et al Reliance on official notice is permissible under only 
very limited circumstances. Official notice without documentary evidence to support an 
examiner's conclusion should be taken only on the rare occasion when the noticed fact is 
capable of instant and unquestionable demonstration as being well known. {See, MPEP § 
2144.03; see also, In re Ahlert, 424 F.2d 1088, 1091 (CCPA 1970)). That is not the case 
here. See, May 18, 2005 After Final Response, page 12, paragraph 3 - page 13, 
paragraph 1 . Here, the Examiner substitutes official notice for competent references that 
either teach or suggest the claimed elements. 
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II. Conclusion 

Applicants believe that the above-referenced application is in condition for 
allowance. Reconsideration and withdrawal of the outstanding rejections and notice of 
allowance to that effect is respectfully requested. 



EXCEPT for issue fees payable under 37 C.F.R. § 1.18, the 
Director is hereby authorized by this paper to charge any additional fees 
during the entire pendency of this application, including fees due under 37 
C.F.R. §§ 1.16 and 1.17 which may be required, including any required 
extension of time fees, or credit any overpayment to Deposit Account No. 
13-3250, reference No. 02012.04121. This paragraph is intended to be a 
CONSTRUCTIVE PETITION FOR EXTENSION OF TIME in 
accordance with 37 C.F.R. § 1.136(a)(3). 

If the Examiner finds that a telephone conference would further prosecution of 
this application, the Examiner is invited to contact the undersigned at 202-835-7512. 



Customer No. 000038647 

Milbank, Tweed, Hadley & McCloy LLP 

International Square Building 
1825 Eye Street, N.W., Suite 1 100 
Washington, D.C. 20006 
Telephone: (202) 835-7500 
Facsimile: (202) 835-7586 



Respectfully submitted, 



MILBANK, TWEED, HADLEY & MCCLOY LLP 



Dated: September 15, 2005 
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